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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a}. In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1.704(b}. 

Status 

1 )S Responsive to communication(s) filed on 09 March 2005 . 
2a)D This action is FINAL. 2b)|^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawjng(s) filed on is/are: a){3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomri PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
bM All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) ^ Notice of References Cited (PTO-892) 4) D Inten/lew Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application (PTO-152) 
Paper No(s)/Mail Date 3/9/05: 10/21/05 . 6) □ Other: . 

U.S. Patent and Trademarl^ Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 2006031 9 
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Information Disclosure Statement 

The information disclosure statements (IDS) submitted on 3/9/2005 and 
10/21/2005 were considered by the examiner. 

Claim Objections 
Claim 2 is objected to because of the following informalities: the use of hard 
brackets [] is generally used to notate language which is to be removed from the claim 
and should be changed to another type of parenthesis if applicant means to 
differentiate it from the rest of the text. Appropriate correction is required. 

Claim Rejections - 35 USC§ 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification siiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 Is rejected under 35 U.S.C. 112, second paragraph, as being Indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4 recites the limitation "component (Al) and component (A2)" In line 2. 
There is insufficient antecedent basis for this limitation in claim 1 because there is no 
component (Al) or (A2) only component (A). Furthermore, a silicon component is not 
introduced until claim 3 unless this compound is different than (A2) and then should be 
clarified as such. 

Claim 5 recites the limitation "component (A3): an organoalumlnum compound". 
There is insufficient antecedent basis for this limitation in claim 4 or claim 1. Claim 1 
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uses (B) for an organoaluminum compound and it is unclear whether this is a new 
organoalumlnum compound or the same as that which was previously designated as 
(B). 

Claim 7 recites the limitation "component (Al)". There is insufficient antecedent 
basis for this limitation in claim 4. 

Claim 11 Is rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential steps, such omission amounting to a gap between the steps. See 
MPEP § 2172.01. The omitted steps are: the order of addition of each of the elements 
of claim 1 in order to produce the claimed catalytic composition. Furthermore there Is 
no definitive contacting limitation of contacting an alpha olefin with a catalyst under 
homopolymerlzation or copolymerlzatlon conditions to produce a polymer. 

Claims Analysis 

Claims 4, 5 and 7 contain the language 'Ms obtained by" which would indicate 
that the product is produced by a particular process, thereby it would be considered a 
product by process claim. According to MPEP 2113, "[e]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on Its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (citations omitted). The examiner Is interpreting claims 1-21 as 
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product by process claims and as such the patentability depends upon the product itself 
and not necessarily the process by which the product is produced, unless applicant 
comes forward with evidence establishing an unobvlous difference between the claimed 
product and the prior art product. The product produced determines the patentability 
of claims 4, 5 and 7. 

Claim Rejections • 35 USC§ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

The factual inquiries set forth in GrahamM, John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-11 are rejected under 35 U.S.C. 103(a) as obvious over Seta, et al. (US 
6287705 Bl) in view of Yamamoto, et al. (US 5412020 A). 

See entire disclosure of each reference. Seta, et al. disclose a catalyst 
comprising a magnesium compound (col. 8, 1. 53-col. 9, 1. 62), a titanium compound 
(col. 9, 1. 63-col. 10, 1. 41), internal electron donor compound (e.g., diphthalates or 
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amines, col. 10, 1. 42-coi. 11, 1. 13), silicon compound (col. 11, 1. 14-53), 
organoaluminum compound (col. 11, 1. 54-col. 12, 1. 7), external electron donor 
compound (col. 12, 1. 8-col. 15, 1. 5). Seta, et al. do not specifically list an acetamide or 
urea compound as the particular embodiment of the nitrogen containing electron donor 
compound disclosed. Yamamoto, et al. cures the deficiency of Seta, et al. by disclosure 
of acetamide, benzamide and toluamide as specific electron donor compounds (col. 12, 
I. 57). It would have been obvious to one of ordinary skill in the art to substitute the 
particular nitrogenous compound of Yamamoto, et al. for that of Seta, et al. since both 
are catalytic compositions which are Ziegler-Natta compositions with varying electron 
donor combinations with the basic titanium, magnesium, halide, aluminum and silicon 
containing compounds and are both used for the polymerization of alpha olefins. 

A prima facie case of obviousness may be made when chemical compounds have 
very close structural similarities and similar utilities. "An obviousness rejection based on 
similarity in chemical structure and function entails the motivation of one skilled in the 
art to make a claimed compound, in the expectation that compounds similar in 
structure will have similar properties." In re Payne, 606 F.2d 303, 313, 203 USPQ 245, 
254 (CCPA 1979). See In re Papesch, 315 F.2d 381, 137 USPQ 43 (CCPA 1963) 
(discussed in more detail below) and In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. 
Cir. 1991) (discussed below and in MPEP § 2144) for an extensive review of the case 
law pertaining to obviousness based on close structural similarity of chemical 
compounds. See also MPEP § 2144.08, paragraph II.A.4.(c). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennine M. Brown whose telephone number is (571) 
272-1364. The examiner can normally be reached on M-R 9:30 AM - 7:30 PM; Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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